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REQUEST l^KBECONSIDEBATON BY 

BINDER 37 CFR §§1.196,^d1Ul97^ 

Mail Stop AF 
Coiranissioner for Patents 
p 0. Box 1450 

Alexandria VA 22313-1450 ,.,004 

. r'-Decision'O mailed February 26, 2004 

In response to the Decsion on Appeal ( Decision ) 

u « «i «f Patent Appeals and Interferences ( Boara ) pure 

that this case be remanded to the Examiner lor 

37 CFR §§1.196CbXl) and 1.197(a). ftha new sronnds presented in 

In connection with this request and in view of th*3 new groimds p 

« tcr=»ectfullyrequestconsidarationbythcExammerofthe 
tiie Decision, the appellants respectfully req chcn is the first- 

. T-^«« u rvienrChen Declaration J. J-t. s^jx^^ 
enclo5edDeclarationbyJiannH.Clien(Cn ^ ^ ^3^^ p,tentB related 

n^ed inventor of the above-identified application as weU a« onm 
. to elec^statographic imaging apparatus and -tenals. 

The following Argument vvae previously presented to tHe Beam 
for Rehearing filed April 15. 2004. 

Argument 

. J I-! 1 1 <J r 8103fa") as being unpatentable 
Claima 1-20 stand rejected under 35 U.S.C §10i W 6 

VT >. B^-x v'l? r'Hartiey) and, incorporated by 
over Hartley el al., U.S. Patent No. 4,853,737 ( HarUeyj 
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5 > 0,(a) being l""^: ^U. ^i^ 4= 

PattttNo. 5.527;858. C'Blontf'). Dr. Chsa « ttm" 

^Bcardh»s««Un>ed«^B«m.^J ^^^^^^^^ 

wlthinthc meaning Of 35 U.b.^.S relv on the following two newly 

included new grounds of n, ection that rely on th 

cited references: ^^un«o«reae to Expert Systems," Encyclopedia of 

Chemical Technology, PP.. 16-20. 22 2M^ • 

J ft«TTi a cured composition compnsing a it——— 
„«„*=r ov=r.o.. is fonncd ' fl„oro««nnopl.»Uc a «l«ivdy 

^entty dcvelopad C-s of d«cnb=4 » fl" «W*>1 

Tte Board ha, asserted .ta '^S^T laatic random copoVy»==, ^ 

and Kirk in entirety, especially page 25 of KkIc. 
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_. " 

r .. .^ennopliiOio." and "thermoset;" 

origlmUengthMiJSLIStTJ'-tY?^ T T,^„hasUaiUed) F<itth«rv«ifl'reg«rdto 

. — X "The term was la*©*' ^vt-Lx**^ 

..^0«. by curing or — j^^^^ *^ 5.017,432). 
„^=y. Lena. Sd>lu«=r. ™d Eddy « ^ ^.^^.^ced 

„^ a«» a>.Be "^^",3 ,uacic». r.»Uoacy ». find use 

4>enuopl«itie "TPO mbbcra." »tacb nondh=le» te 

Levels mentions both nW .ukrtanc=»u<=b « ^ ^^^^^ ^ 

such as flnnrorerhonpol mg a- . ^ a TSV fluorothcnnoplastic is molt- 

„.eU on heating, a thermoplastic polymer such as a THV n 

processablc.as disclosed in Attachment C _ ..^lidifics 

„.s«s'iirevcr«blywhenho«ed. apr P ^^„..,.,(«„phasU 

„^on of .ho mououl. CO.— '^'^^,L^^^'vr«^'^ ^ ^ 
^...) Lc«Uto*«'-^«*"*'"°'^™^(^^^eof«bb«).uUto. 
...onofcuHngag^.™---^^^ 

;::rrjrLri.un.dn.»...na.e...cb 

rubber. . v„ I -ma it U cloai that "thennotet" applies 

B«od on the definition. P»v,d^byl^'; ^^^.^„3 ^ 
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f,^«r=th.I^ of trie ^ .THV fluoxott.=~oplasHcW.-^ 

„hibi. »*«antidly differing phy=.c=l ' 

^ ^p,„».s agree wi* "^^'^ 

However *ey K^eetfaUy al>«ree w.* the B<'»r4»=~ ^ be IWhcr 

fl„„roela.«.n,er=*cenc<»p».fl«»cp...ttcpol,m.«. Tb. 

Etfcnberger al, U.S. Patent N . .. modified by the 

,,,.CO.O«ceAo.on..e^s.flj^^^;-^^^^^^^^ 

fa^orevidenoematfluoroe.^^"^ P 
.W,edin*e=r..obedi=.u>ottyd^^c>^-^^^^ 

p«en, eonaur, ..P«««e l«t^ ' deluded in the U.t ct 

^bin«i in .he di»lo.=d «.«ing cornposmons. V>»n »c. 

^ferred fflBiadlSsmffi- ,3 ^i^,„ of 

^ o7a fc t ruorinterpolyn^er having 

Bddy al. in ^'''^ "J;^^^;^^^^^.,,,,^ ch«c.cri..=s. 

cb»iaoteri«nc5 and « .eeen* fluoromteipolym s elastomeiie 
^,..en.^er^»io«..h..hefi«tnuo™»^^«>-- 

charaeteri^tie. »»d.he»eond ^^^-^'^.^T^VJ^^e^f fbnnedby 

.h«aoteri«ic, Msh ««npri=« « -P"!'^"' 7!^° ^ g^p «msi3.ing of 
*.oopo.yn>«i.3.cn„ft«oo.~oren»ncn>e.«^^^;^_^^^^ 

r:rr:.rr4.ce.e.n.«>c.nd...he.»opi.ti= 

r " "dtf merl^ «->y "'-^^V Bo«d, reietea to 
ICirk. the second of the reiercnoc j typiceUy 

.^..ie.her.op,.Uoe,a.on>^^-^^^^ 

— ^ -"TZ ^Zti a .o«er ma.=nal that i. rubber,ii» a. roon> 

r:«r".rrrXhe.t„e,ype=of.a^^- 



'^^^"'^ °7 Figs I ™> ^ -P»S" "-l* '^'^■^ 

ihe airangement of tbe seesate pbaaes m two lypct. w 



Declaration, 0) hlnck 

A, o. p.g. 18. the tl»n»op.a«ic e.=s«mcr not be » «^ 

Z a^ftcr. mo. «bb=rU^ polyn.« *a. fo™ sesfflttji^ - 

. , . ^ ui 7 «aae 20 contains eeveral hard polymer/elBBtomer 

°"pa^24ofm=«*rcncci,ie==ribed*.prop»^onofa*«=»pU^c 

polyur^Jc in which . rubb«v U„«y»a....=n.ma.ed p*opo.y»er 

:Zpo,vo.»da^.<ion.^o,.n...theU.«r™oro««n.™^ 

^cry^hn, «g.en« ..«ch=d » »=«bberyprepo,>^cr «gm.r«. « 
,HenXol«.»^fco~ai™UB«=n.bbeni»*efoUov™go^^^ 

a^nnopl^c poly««tt«n«, and th«mopl»So polyes««. 

Bloni is din»Wd to a mdt-p«.=c»able coating compo5.t.on that compnaes a 
blend of a„«ior»noun. of amel.-proco«ablaU>annopla^c a'oropoly-er 
eomponcntand O.Ol-JO.w.-/. of apoWox^l-) con,on»t Ip«ao™ve 

«i« «f Pdone 3M THV 500 Fluoroplastic is employed as the major 
ro::«,n>«con.ponen....HC^^^^ 

,^.bei..cdasthopo,«ox..Mene>.-npo^ --^^^^^^^ 
melt-prooes«dby«<.r«aionat<«np=ratur=aotl80.1SO C Thus.mc P 
.B.ong.sancampleofahardpoWel.a.o,ner=oniblnauun.aad«o~edmK^. 

(Chen Declaration, 112) ^ ^i;fl»Hin 

Tl»,hermopl.-ie elaatomcric ^ discussed >nK^^ «c-^hfl«l in 
BlongaremultohiSSmatortalstypioallycon^stinsoftaSSaBta^ 
co^plents. Bycontraat. me appeUants' 6^ member include alay^ fenn^by 

.^cfacoad..eompoaitio.eontainingafl.S.-aSmto»»^^ 
,^.Itshouldbeen.phasi.ed.hatthisfluoropoly»er.snctonlyd^o^^^ 

,e., the reaetant n,onon.e» a« 
a„„ghapol,meribnnedinasingle-s.epr..eBon. (ChenDeclaxafon, ^13) Sue. 
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nroteed by mixing two separately fom=dpolym«. , ^ ^1 

Thc.ppeU»..respec«my.ana«cnti«>.o *e mo^^V^-^ 

• «i ^ T„T,r ^0 2000 and all having Dr. Chen as the 
having isaued from applications filed June 30, 2000 ana 

fi„tWinventor:(ChenDecl^tion,11^^ 2002 for FUSBR MEMBER 
U.S.PatentNo. 6.355,352, issued March 12, 2002 forFUacr. 

WTTH LOW-TEMPERATURE-CURE OVERCOAT 

US PatentNo.6.36l,829,is.uedMarch26.2002forMFrHODOF 

COATSSUMBBRWn.™P-STlCCO>.AINmaZlNC 

OXIDE AMD AMINOSILOXAME -,„npnrARBON 

U.S, Patcn.No. 6.372.833. issued April 16, 2002 
TiBRMOPLASTIC RANDOM COPOLYMER COMPOSmON CURABI^ 

U)W TEMPERATURES „™„« 

U S. Patent NO. 6.416.819, i3«.«l My », 2002 «^ MBISOD OF 

PREPARING WW-TEMPERATOR^COR^COMPOSmON _ 

U S patent No. 6.419.615, iaaued Wy 16. 2002 ft.r BtECTROSTATXC 

CHARGE.SUPPRBSSINGFLUOROPLAS'nC FUSERROLLER 

° S-PatcntNo. 6.429.249.i.»edAu^6. 2002 f^FLUOROCARBON 

THERMOPLASTIC RANDOM COPOLYMER "'^f™^^ 

U S Patent No. 6,444,741. issued September 3. 2002 for METHOD OT 
«^^0THBRMOPLASTK:RAND0MCOPOLVMERC0MP0.mON 

CONTAINING ZINC OXIDE AND AMINOSILOXANE 

Wpaten.No.6.696.15S.i»«=dF=br»ary24.2004I.rFUSB..MBMBER 

WITH FLUOROCARBON THERMOPLASTICS COATINB 

Eaeh of the eight patents listed *.ve disclose, and olaitns a coatin, composidon ^ 
oon.pril«nmennopl.atio,.«don.copo,y.„erco.«.nin..^^^ 

3 Jn>onon.er. as ..at recited in claim 1 of dte above-referenced ^^^^^'^^ 

09/60MlS.i.e..SUbunitaof_(CH.CF*-,-<CF,C«<^.):-^^^^^^ 
therein X is 4oml to 50 or 60 to 80 mole percent, y 15 from 10 to 90 moKp 

Z , ^v+y + zequalslOOmolepercent. (ChenDeclaration.115) 

I0to90moleporcent, =odx + y q ,,..^.„„u^uyertbatcbmpri»es cured 
FurflKmore.Hartl«y,whiclidisclose8a«iserroUh«vmg.i.out«i y 
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a«d ref««.ce to evcy one oti^e P"-". 

6,419.615 . CChenDod«atio».1!16) .„„„_.eo„ataing layer tt tonpaatures of 

Neifl^rlteUcy nor L=n« notanv "t*= fl„„„,poly»« layer. By 

„„».^.onofo....«»..= --^— 

con^.... U.e appeUanU. m.mod UO'C. prcfcr*l, 25"C «. 50-C. mere 

^pcr^^o curing. « a -P»-^« copolymer 
p«fe»bly25"C.ofa layer forms* from .fluorooaiD 

„„^„«on— ..n«mony.dop=a«no=d^P^c^- 

OnpageaS.9of*eDecirion...waS«a.^.^=-^8^,,^ 
i„^.meClataeaou.nscona.«ons.«^e^e«^ ^„^,^..eUeve 
does no. preclude addition^ heat t«am>ent at a tagger '^^^ 
«...e«di.us.lonc,c«.ydem»a.r.«^^-^^^ 

„..vetot.ea.o,oaur.o,H^.ya^.e^^^^^ 

define more speoificallylliecunngi™? .ainoortcomprisingthe steps 

1. Amethodofmakingataermemberhavinsasupporteo p 

of: 

Al providing . «.pport-. . ,ji,„<^,^0 solvent onto the 

m coatine a coating composinoncontameo man s .. ^ 

, „ „L coating composition on said stwport, »fi c»»'»8 
^ort. aereby fbrmtng a layer J ^ , curing agent 

con^sitionccmprisingafluorocar^.^.^'-^^ 

^vi^g al,iaphen,l residue copolymer 
oxldeparticlca. and an ammosiloxane, the fluorocar 

Having suWtB of: npf CF,)y- and -(CF2 CF^z^, 

_<CH2CF2)x— ,— (CF2C5C<^3>y ^ 

X is from 1 to 50 or 60 to 80 mole percent. 

y 18 from 10 to 90 mole percent, 
z is from 10 to 90 mole percent, 
X + y + z equals 100 mole percent; and 
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heating - 

rnnclusiop f formed 

§l03(a) final rejections of claims 1-22 is icsp 
earnestly solicited. 

Respectfillly submitted, 



Lee J. Fteokensiem 
Registration No. 36,136 



JAECKLE FLEISCHMANN & MUGEL. LU' 

.39 State Street mn 
Rochester, New York 14614-1310 

Telephone: (585)262-3640 
FacSnile: (585) 262-4133 
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JAECKLE FLEISCmiANN UUGE 



JAECKLE FLEISCHMANN & MUGEU LLP 

ATTORNtrS AT LAW 

ELLWANCER AND BAfWy BUILDING 39 STATE STREET SUITE 200 ROCHESTEI^ NEW 14614-1310 

TEL (585) 262-3640 FAX (585) 262-41 33 



llOOl 



BANKING &HHANCE 
BUSINESS & CORPORATE 
EMPLOYEE BENEFITS 
ENVIRONMENTAL 
ESTATES a TRUSTS 
HEALTHCARE 
HOUSING RESOURCES 
IMMIGRATION 
INTELLECTUAL PROPERTY 
INTERNATIONAL TRADE 
LABOR ft CmPUOYMENT 
LITIOATION 
REAL ESTATE 
SECURtTIES 
TAX 



To; 

Vasco Harper 



Company: 
US pro 



703-30S-7953 



Phone #: 

703-308-9825 



From: Catherine Maletta, (585) 262-3640 

Date/Time Sent: July 16, 2004 

Subject: U.S. Patent Appl. No. 09/608,818 

# of Pages: 19 CUent^Wattcr #: 89158.059902 

Mcssaee: Mr. Haiper, per your telephone request of this morning, attached is a copy 

Request for Reconfiidaration regarding U.S. Patent Application No, 09/608,818 which wc filed 
June 7, 2004. I have also anached a copy of the postcard with the receipt stamp dated Jun 9, '^n 
by thebs PTO. 



RECEIVED 



20p4 



JUL 1 6 2004 

BOARD OF PATENT APPEALS 
ANDINTERFERENCES 



Tlie accompanying tnessagB b Intended only for u>e of the individual or entity to whom It ie addressed and may repn 
an attornerclient communication or otherwise contain information that is privileged, confidential and exempt Hrom 
diccloture under applieaUe law. If you are not the intended recipient, any duplication or distribution o 
communication is unauthorized and prohibited. If you have received this communication in error, plea» noli 
immediately by telephone and leturn the entire communicntion to us at the above eddrcsa by mail at our acpansa. 
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RECETVBD IN THB UNITED STATES PATENT AND TRADEMARK OFHCE 

DATE: W7,2fi04 DOCKCT: 8>326LPK«9158.05W2 

APPUCANT(S): Jisnn H. Chen ct ol. 
APP. NO.: 09/60B,618 

FOR: METHOD OF CURING A FUSER MEMBER OVERCOAT AT LOW TPlvrPBRATURBS 

PAPERS ENCLOBEDi -ntmsminnl Letter (l^»ftg«); Requoot £br FUconwacmtian (B pages); Dcclflration 
(executed) (3 pages); CenUlcai^ or Firei ClasBMail fbr each; Rcuim Receipt PostoarA. 

PLtASE DATE CTAMP AND RSTUBN THIS POSTCARD TO INDICATE RECEIPT OF THE 
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RECnVBD IN THE UNrTED STATES PATENT AMD TRADE»1ARK OFFICE 
DAte June7.20W . DOOCET: 8132fiLFlCffl»I«».05IW» 

AI>PliCA>rr($}: Jlann Chen ct al. 

^Si M^inOF^GAl^MHM«l.OVEi«»^^ ' 
KtS ™pagS Ccrdfiotte. of Fin«Ck«M»l {r^ eMSOm^B^ptf^Oia. 
ENCL062D PAPBRS 
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JAECKLE FLEISCHMANN HUGE 



;LETTER 



(Gene!.. 



■ Pftteut Pending) 



Docket No. 



Re 



AppUcctonOf. JiaimH.Cben,etal. 



serial No. 

09/608,818 



Filing Date 
jiliie30,2000 



Examiner 
E. Tsoy 



Oroup Art Untt 
1762 



Title; 



METHOD OF CURING A FCSER 



MEMBEKOVERCOAT AT 1X>1V TEMTEKAT^^ 



yr^^up nnh/iMinnoMFP ^nf^ patents: 



Trtinemitted herewith is: 

Requeat for Recoiuiderailoo 
Pficlaratloii 



in the above identified appllcailon. 

NO additional fee i. required. ^.^^^ed. 

as described below. 

□ Charge the amount of 

□ credit any overpayment, 
a Chergc any additional fee required. 



1004 



. I 



10-0223 



□atadi June 7, 2004 



Lee J. FlecOcenfitetn 

^SLSfJ^ISCHMANN*. IVIUGEL. LLP 

39 State Street, Suite 200 
Rochester, Now York 14614-1310 
Tel: (58S) 262-3640 
Fax: (585) 262'-4133 



cc: 



oei 

firat clfle* man unaar or o.r.-. 'r* -■Z^'Alwandrti 
CommlwionfiT fer Params. P.O. Bw< 1450, wwanon. 

22313-nASO. 



5^^t this document ana lee 
i^li SiSr^ 1.6 and la «ddr««d 
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